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DISTRICT OF MASSACHUSETTS, : 
. IN EQUITY. 
u 
No. 1583. 4 
Epison PHoONOGRAPH COMPANY ET AL. 
v. 


WILLIAM A. PIKE. 


BILL OF COMPLAINT. 


(Firep Marcu 13, 1902.) 


To the Honorable the Judges of the Circuit Court of the United 
States for the District of Massachusetts: 


The Edison Phonograph Company, a corporation duly organized 
and existing under the laws of the State of New Jersey, and having 
its principal office at West Orange, in said State, and the National 
Phonograph Company, a corporation duly organized and existing 
under the laws of the State of New Jersey, and having its principal 
office in West Orange, in said State, bring this their bill of com- 
plaint against William A. Pike, a resident of the city of Boston, in 
the State of Massachusetts, and in the District of Massachusetts. 

1. And thereupon your orators complain and say, that Thomas 
A. Edison, then of Menlo Park, in the State of New Jersey, was the 
original and first inventor of certain new and useful improvements 
in phonographs, which were not known or used by others in this 
country, or patented or described in any printed publication in this 
or any foreign country prior to his invention thereof, and which had 
not been in public use or on sale in the United States for more than 
two years prior to his application for Letters Patent therefor, and 
which had not been abandoned to the public. 
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2. That, on the second day of March, 1888, the said Thomas A. 
Edicon made application, in due form of law, to the Commissioner of 
Patents, for the grant of Letters Patent of the United States for the 
said invention, and then and there fully complied in all respects 
with the provisions and requirements of the laws of the United States 
in such case made and provided. 

3. That due proceedings being had upon said application, upon 
the eighth day of May, 1888, Letters Patent of the United States, in 
due form of law, were issued and delivered to said Thomas A. Edison, 
in the name of the United States, under the seal of the Patent Office, 
and signed and countersigned respectively by the proper officers of 
the United States, and numbered 382,418, granting to said Thomas 
A. Edison, his heirs or assigns, for the term of seventeen years from 
the said eighth day of May, 1888, the full and exclusive right to 
make, use and vend the said invention throughout the United States 
and territories thereof, as by reference to said Letters Patent, or a 
duly authenticated copy thereof, here in court to be produced, will 
more fully and at large appear. 

4. That Thomas A. Edison, then of Menlo Park, in the State of 
New Jersey, was the original and first inventor of certain new and 
useful improvements in phonographs, which were not known or used 
by others in this country, or patented or described in any printed 
publication in this or any foreign country prior to his invention 
thereof, and which bad not been in public use or on sale in the United 
States for more than two years prior to his application for Letters 
Patent therefor, and which had not been abandoned to the public. 

5. That on the twenty-sixth day of November, 1887, the said 
Thomas A. Edison made application in due form of law, to the 
Commissioner of Patents, for the grant of Letters Patent of the 

“United States for the said invention, and then and there fully com- 
plied in all respects with the provisions and requirements of the 
laws of the United States in such case made and provided. 

6. That due proceedings being had upon said application, upon 
the thirty-first day of July, 1888, Letters Patent of the United 
States, in due form of law, were issued and delivered to said Thomas 
A. Edison, in the name of the United States, under the seal of the 
Patent Office, and signed and countersigned respectively by the 
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proper officers of the United States, and numbered 386,974, granting 
to said Thomas A. Edison, his heirs or assigns, for the term of 
seventeen yeurs from the said thirty-first day of July, 1888, the 
full and exclasive right to make, use and vend the said invention 
throughout the United States and territories thereof, as by reference 
to said Letters Patent, or a duly authenticated copy thereof, here in 
court to be produced, will more fully and at large appear. 

7. That on the twenty-seventh day of July, 1888, the said Thomas 
A. Edison, by an instrument in writing duly signed, delivered and 
recorded in the United States Patent Office, did give, grant and 
convey to your orator, the Edison Phonograph Company, its suc- 
cessors or assigns, the entire right, title and interest in and to the 
said Letters Patent numbered 382,418 and 386,974, granted to him 
as aforesaid, and in and to the inventions secured thereby, as by 
reference to said instrument, or to a duly authenticated copy thereof, 
here in court to be produced, will more fully and at large appear. 

8. That your orator, the Edison Phonograph Company, has been 
since the date of the assignment last mentioned, and is now (ex- 
cepting as hereinafter set forth), the owner of both of the said Letters 
Patent, and of the rights and privileges respectively secured thereby, 
and your orators, the Edison Phonograph Company and the National 
Phonograph Company, have been and are, save for the doings of the 
said defendant and others acting in concert with him, in the exclusive 
possession of said rights and privileges, and are entitled to the ex- 
clusive use, benefit and advantages of the said inventions and im- - 
provements. - 

9. ‘That the said inventions and improvements are of great com- 
mercial value and practical utility; that great public interest has 
been manifested therein, and a large demand created for apparatus 
constructed in accordance with or embodying the same, which 
demand your orators are ready and willing to supply. 

10. That machines and commercial products containing the 
inventions described in both of said Letters Patent respectively, 
now aré, and fora long time, to wit, more than four years last past, 
have been manufactured at West Orange, in the State of New 
Jersey, for your orators, under both of said Letters Patent, by ihe 
Edison Phonograph Works, a corporation of the State of New 
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Jersey, and have respectively been sold to the public by your orator, 
the National Phonograph Company; and that: your orator, the 
National Phonograph Company, is the sole licensee of your orator, 
the Edison Phonograph Company, for the use and sale of the appa- 
ratus and devices described in said Letters Patent respectively, as 
by an agreement made hetween your orators on the second day of 
April, 1900, ready in court to be produced and to which your 
orators beg leave to refer, will more fully and at large appear. 
_ 11. That on or about the first day of May, 1900, the Eastern 
Talking Machine Company, a corporation of the State of Massachu- 
setts, and in this District, entered into a contract with your orator, 
the National Phonograph Company, wherein and whereby the said 
Eastern Talking Machine Company among other things covenanted 
and agreed that it would not sell or supply, directly or indirecly, 
any phonographs, or parts thereof, or any records or blanks, pur- 
chased by it from your orator, the National Phonograph Company, 
to any retail dealer who would not sign a certain agreement estab- 


lished by your orator, the National Phonograph Company, as here- _. 


inafter set forth ; a copy of which agreement, and the form therein 
referred to, are hereto annexed, marked “Schedules 1 and 2” 
respectively. 

12. That in order to protect the dealers who purchased from 
your orator, the National Phonograph Company, the devices, 
namely, phonographs and records, described in said Letters Patent 
respectively, your orator, the National Phonograph Company, has 
established a system, by which it requires each person or corpora- 
tion who purchases such apparatus or devices from it, to sign an 
agreement restricting the prices at which said apparatus and devices 
shall be sold to the public, which agreement also contains a pro- 
vision that such purchaser shall not sell such apparatus or devices, 
‘so purchased, to any dealer who would not sign the said agreement, 
so established as,aforesaid by your orator, the National Phonograph 
Company, which said agreement also contains provisions that all 


phonographs, phonograms or records sold by your orator, the’ 


National Phonograph Company, were sold under the condition that 
the license to use and vend them, implied from such sale, was con- 
ditioned on the observance by the vendee of all the conditions of 
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said contract, and that upon the breach of any of said conditions, 


the said license to use or vend such phonographs, phonograms or 


records, implied from such sale, should immediately cease, and any 
vendor or user of them thereafter would become an infringer of suid 
Letters Patent respectively, and might he proceeded against by a 
suit for injunction or damages, or both: that the apparatus described 
as phonographs in said agreement contain the inventions and im- 
provements described in said above-mentioned patent No. 386,974; 
that said phonographs specifically consist of a tapering mandrel, 
connected to mechanism fitted to revolve the same at a regular 
speed, and a vibrating diaphragm to which is attached athe a 
recording or reproducing point, which said diaphragm is adjusted 
to: move longitudinally with the said mandrel, the said mandrel 
being arranged so that a blank or record, to be hereinafter described, 
may be placed upon it, and the recording or reproducing point 
attached to said diaphragm brought into operative relation with the 
said blank or record. When sounds are propelled against the said 
diaphragm, the vibrations caused thereby cause the said recording 
or reproducing point to vibrate. Ifa blank is placed upon the said 
modrel, and the diaphragm with a recording point attached thereto 
is brought into operative relation with the blank, and sounds are . 
propelled, as aforesaid, against the diaphragm, and the apparatus 
is placed in motion, the said sounds are recorded upon the said 
blank in the form of a helical groove, with elevations and depres- 
sions in the bottom of the groove. When sounds are so recorded 
upon a blank, or are copied from the said blank upon another blank, 
the said blanks then become records. If one of such records is 
then placed upon a phonograph, and the diaphragm, with a repro- 
ducing point attached to it, is brought into operative relation with 
such record, and the apparatus is placed in motion, the elevations 
and depressions in such groove impart vibrations to such reproduc- - 
ing point, which vibrations are communicated to the diaphragm, and 
the sounds, which theretofore have been recorded on said record, are 
audibly reproduced. 

13. That the said devices described as records in said agreement 
are also known as phonograms, and are described as phonograms in 
said above-mentioned Letters Patent numbered 382,418; that the 
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National Phonograph Company, are contained in a box, upon 1 which 
box is plainly printed the following notice : 


“Norice to Dearers: This record is sold subject to restrictions 
as to the persons to and the prices at which it may be sold. Any 


violation of such restrictions makes the seller or user an infringer of | 


the Edison patents.” 


15. That on the thirtieth day of October, 1901, the said defend- 
ant had knowledge of, and was thoroughly familiar with, the pro- 


visions of the said agreement between your orator, the National . 


Phonograph Company, and the said Eastern Tulking Machine 
Company, and had knowledge of the restrictions imposed by your 
orator, the National Phonograph Company, on all phonographs and 
records sold by it; and having such knowledge, did, on or about 
the fifteenth day of January, 1902, purchase from the said Eastern 
Talking Machine Company a large number of phonographs and 
records sold by your orator, the National Phonograph Company, to 
the said Eastern Talking Machine Company, under the said agree- 
ment with the [Eastern Talking Machine Company, referred to as 
afuresaid, without signing the said agreement with the Eastern 
Talking Machine Company required by the agreement between your 
orator, the National Phonograph Company, and the said Eastern 
Talking Machine Company; and thereafter, in violation of said 
agreement, and well knowing that such act on his part would render 
him an infringer of both of said Letters Patent, and subject to suit 
in this Honorable Court therefor, used and vended the said phono- 
graphs and phonograms or records in the city of Boston, in the 
State of Massachusetts, and in this District; among which phono- 
graphs so purchased by the said defendant from the Eastern Talking 
Machine Company, and so used and vended by him, as aforesaid, 
were the said five phonographs of the type and number as herein- 
before set forth, which had been sold by your orator, the National 
Phonograph Company, to the said Eastern Talking Machine Com- 
pany, as above set forth. 

16. That the said William A. Pike, at the time of tbe said 


purchase by him of the said phonographs and phonograms or ~ 


records, had full knowledge of the said agreement between your 
orator, the National Phonograph’ Company, and the said Eastern 
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. 


siid records or phonograms consist of hollow cylindrical tablets of 
metallic soap, having cut on them helical grooves, with elevations. 


and indentations in the bottom of the grooves, which said elevations. 


and indentations correspond to sound-waves; that by the use of the 
said records or phonugrams in connection with a phonograph (the 
apparatus covered as aforesaid by said Letters Patent No. 386,974), 
the said sounds so represented by the said clevations and indenta- 
tions in the bottom of such grooves may be reproduced in audible 
sound; that the said blanks, above referred to, consist of similar 
hollow cylindrical tablets of metallic soap, but having a smooth sur- 
face, und without such helical grooves cut therein; that your orator, 
the National Phonograph Company, has fora long time past, to wit., 
four years, carried on the business of selling to the public the said 
phonographs, and also the said phonograms or records, which said 
phonographs, and phonograms or records, are purchased by the 
public for the purpose of having the sounds, recorded on the said 
phonograms or records, as aforesaid, reproduced by means of the 


said phonographs. 


14. That on divers days, between the thirtieth day of October, 
1901, and the cighth day of January, 1902, inclusive, the said Eastern 
Talking Machine Company purchased from your orator, the National 
Phonograph Company, a large number of phonographs containing 
the inventions and improvements described in said Letters Patent 
No. 386,974, and a large number of records containing the inven- 
tions and improvements described in said Letters Patent No. 382,418 ; 
and between said dates purchased from your orator three phonographs 
of the style known as the “Standard ” phonograph, containing such 
inventions and improvements, as aforesaid, which said pbonographs 
are numbered 51,090, 51,140 and 52,676; and two phonographs, 
known as “Home” phonographs, containing such inventions and 
improvements, as aforesaid, which said “ Home” phonographs are 
known as Nos. 47,971 and 48,601, and which said numbers were 
securely placed on a plate affixed to said phonographs, and by which 
the same can be readily identified ; and that all phonographs sold by 
your orator, the National Phonograph Company, as aforesaid, have 
their respective serial number, no phonograph having the same num- 
ber as any other one. That all records sold by your orator, the 
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P Beas ; Talking Machine Company, and knew that the said sale of the said _— 
mis es "Ces phonographs and phonograms or records to him by the said Eastern. 


Talking Machine Company was, on account of the said defendant 
not signing the contract required in the agreement between your 
orator, the National Phonograph Company, and the Eastern Talking 
os Machine Company, a violation by the Eastern Talking Machine 
he Company of said contract with your orator, the National Phonograph 
; aan Company, and that by reason of such violation the license to use or 


vend such phonographs and phonograms or records, implied from 
| oe 2 the sale thereof by your orator, the National Phonograph Company, 
i to the said Eastern Talking Machine Company, immediately ceased, 
4 At and that the said defendant thereafter had no right or license to use 


| or vend the said phonographs and phonograms or records, and that 
any subsequent use or sale of the said phonographs and phonograms 
i or records hy the said defendant was an infringement of the said 
. Letters Patent respectively, and made him liable to a suit for injune- 

| tion or damages, or both, in this Honorable Court ; and that the said 
defendant, by the purchase of the said phonographs and phonograms 

or records from the said Eastern Talking Machine Company, with 

full knowledge of the said restrictions imposed upon the same by 


| : the sale thereof to the said Eastern Talking Machine Company, 
Hes became bound by the said restrictions, and by the use and sale of 
such phonographs and phonograms or records became an infringer 
| of the said Letters Patent, and that he is, by reason of the foregoing, 
ie estopped from denying the validity of either of the said Letters 
a : Patent ; and that the said defendant, by the sulsequent sale and use 

of the said phonographs and phonograms or records so purchased as 

aforesaid by him from the Eastern Talking Machine Company, 
iH became and was an infringer of the said Letters Patent respectively. 
ai 17. That the said William A. Pike was on the thirtieth day of 


retail dealer in phonographs and records in the said city of Boston, 
and has carried on such business during said time in the said place 
and. has, 
since the purchase by him, as aforesaid, of the said phonographs 


» 


under the name “Cut Price Talking Machine Company, 


aces and phonograms or records from the said Eastern Talking Machine 
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District, in violation of your orators’ rights, the said phonographs 
and phonograms or records containing the inventions and improve- 
ments described in suid two above-mentioned Letters Patent, with- 
out the license or consent of your orators, or either of them. 

18. That the defendant, and others acting in concert with him, 
well knowing the premises since the grant of the said respective 
Letters Patent, and since the date of the assignment thereof, last 
mentioned, within the District of Massachusetts, wrongfully, unlaw- 
fully and with intent to injure your orators, and to deprive them of 
the just profits resulting from the said invention, and without the 
license or consent of your orators, or either of them, have sold and 
used phonographs specifically as described in said Letter Patent 
No. 386,974, and particularly such as are pointed out in claims 
numbered 9, 11, 18, 14, 15, 24, 27 and 28 of said Letters Patent, 
and also have sold and used phonograms or records substantially as 
described in said Letters Patent No. 382,418, and particularly such 
as are pointed out in the claims numbered 1 and 2 of said Letters 
Patent, thereby infringing the exclusive right of your orators, and 
have deprived and still are depriving your orators of the just 
profits resulting from said inventions and improvements, and re- 
ceiving great gains and profits from such unlawful use, but to what 
extent your orators are ignorant and cannot set forth. 

19. That the said defendant now has large numbers of phono- 
graphs and phonograms or record containing the inventions and 
improvements described in the said Letters Patent respectively, 
which said phonographs and phonograms or records were sold by 
your orator, the National Phonograph Company, to the Eastern 
Talking Machine Company under the said contract as aforesaid, and 
were purchased by the said defendant from the said Eastern Talk- 
ing Machine Company; and also large numbers of phonograpbs 
and phonograms or records which were sold by your orator, the 
National Phonograph Company, to other dealers throughout the 
United States under contracts similar to the said contract between 
your orator, the National Phonograph Company, and the said 
Eastern Talking Machine Company, which said phonographs and 
phonograms or records were purchased by the said defendant from 

1583—2 


+ 


oot ae oe ee 


ay 


ee 


a0 2: BILL OF COMPLAINT. 


such other dealers without signing the said agreement required 
by the said agreements between your orator, the National Phono- 
graph Company, and the said other dealers, and is now using and 
vending and threatening to use and vend the same in the city of 
Boston, in this District, to the great injury and damage of your 
orators. : 

20. That your orators, and all persons making, under authority 
of your orators, phonographs and phonograms or records employ- 
ing, embodying, operating or made in accordance with the inventions 
and improvements described and claimed in the Letters Patent afore- 
said, have given notice to the public that the same are patented, and 
affixed thereto the word “ Patented ” together with the day and year 
in which said patents were respectively granted. 

21. That the inventions and improvements described in the said 
Letters Patent Nos. 386,974 and 352,418 are capable of conjoint 
use, and as a matter of fact have been and still are conjointly used 
by the defendant. 

22. And your orators therefore pray as follows: 

(1) ‘That the said defendant, William A. Pike, may be required 
by a decree of this Honorable Court to account for and pay over to 
your orators such gains and profits as have accrued or arisen, or 
been earned or received, by the said defendant, by reason of said un- 
lawful doings, and all such gains and profits as would have accrued to 
your orators but for the unlawful doings of said defendant, and all 
damages your orators have sustained thereby. 

(2) That the defendant be compelled, by an order of this court, 
to deliver up to your orators all the infringing phonographs and 
phonograms or records in his possession. 

(3) That the defendant, and his associates, attorneys, servants, 
clerks, agents and workmen, may be perpetually enjoined and 
restrained, by writ of injunction issuing out of and under the seal 
of this Honorable Court, from directly or indirectly using or caus- 
ing to be used, selling or causing to be sold, any apparatus, articles 
or devices not licensed by your orators, embodying or constructed, 
or operating in accordance with, the inventions and improvements set 
forth in the said Letters Patent respectively. 

(4) That your Honor will grant unto your orators a preliminary 
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injunction, issuing ont of and under the seal of this Honorable Court, 
enjoining and restraining the said defendant, and his associates, 
attorneys, servants, clerks, agents and workmen, to the same pur- 
pose, tenor and effect as hereinbefore prayed for with regard to the 
said perpetual injunction. 

(5) That the said defendant may be anced to pay the costs of 
this suit; and 

(6) That your orators may have such other and further relief as 
the equity of the case may require. ' 

To the end, therefore, that the said defendant may, if he can, 
show why your orators should not have the relief hereby prayed 
for, and may full, true and direct answer make, but not under oath, 
answer under oath being expressly waived, according to the best and 
utmost of his knowledge, remembrance and belief, to the several 
matters hereinbefore averred and set forth, as fully and particularly 
as if the same were repeated, paragraph by paragraph, and the said 
defendant thereto specifically interrogated, may it please your Honor 
to grant unto your orators ‘a writ of subpana ad respondendum 
issuing out of and under the seal of this Honorable Court, directed 
to the said defendant, William A. Pike, commanding him to appear 
and make answer to this bill of complaint, and to perform and 
abide by such orders and decrees herein as to this court may seem 
just. 

And your orators will ever pray, etc, 

HOWARD W. HAYES, 
Solicitor, and of Counsel for Complainant. 


SratE oF NEw JERSEY, 
County or Essex, ss. 


William E. Gilmore, being duly sworn, according to law, on his 
oath, says: 

1 am the president of tlie National Phonograph Company. I have 
read the foregoing bill of complaint, and am familiar with the con- 
tents thereof; the facts therein set forth, so far as they refer to the 
acts of the complainants, are true, and as to the other matters I 
believe them to be true. ; 

Wittram E. Gitmore. 


12 DEMURRER. 


- Subscribed and sworn to before me, this twelfth day of March, - 
A. D. 1902, at Orange, New Jersey. ; : 


[SEAL] ’ Freperick C. Fiscuer, 
, . Notary Public of New Jersey. - 


Then personal 
and made oath th 
to the best of his 


[sau] 


Then personal 
foregoing demur 


DEMURRER. 
(Firep May 1, 1902. 


The defendant, by protestation, not confessing all or any of the 
matters and things in the plaintiff’s bill of complaint contained to be 
true, in such manner and form as the same are therein set forth and 


1 [sraL] 


alleged, demurs to said bill and for causes of demurrer shows :— May 2, 1902: 


1. ‘he plaintiffs have not, in and by their said bill, made or 
stated such a case as entitled him in this Court of Equity to any 
relief against the defendant. 
(a) The defendant was under no contract, by privity or other- 
wise, with the complainants, and therefore there was no legal duty 
on the part of the defendant not to cut prices. 
_ The sale of one Home phonograph under equitable and excep- 
tional circumstances is not ground for damages or injunction, and 
the value involved in said transaction is beneath the dignity of the : 
Honorable Court. 
Wherefore the defendant demurs to said bill, and demands judg- 
ment of this court whether he shall be compelled to make any 
further or other answer to said bill, and prays to be dismissed hence Sn 


inte 


with his costs. 
By his Solicitor, 


WINTER S. MARTIN. 


CERTIFICATE. - 


T hereby certify that I am of the opinion that there is such - 
probable ground in law for the above demurrer as to make it a fit 
subject for judicial inquiry, and certify that, the same is not intended 
merely for delay. : 


Winter S. Marin. 


DEMURRER. es b 


ped oases -  Bosron, May 2, 1902. 

Then personally appeared the above-named Winter S. Martin, 
and made oath that the statement or certificate above written is true 
to the best of his knowledge and belief. 


Bens. F. Hatyes, Notary Public. 


Ry 
Vew Jersey. 


[sEaL] 


Then personally appeared William Pike and made oath that the 
foregoing demurrer is not intended for delay. 


or any of the Witiiam A. Pike. 4 


yntained to be ‘ [SEAL] _ Bens. F. Harnes, 
: set forth and : d Notary Public. 
: shows r— May 2, 1902. 
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